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APPEAL BRIEF 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

Applicants appeal the outstanding Final Rejection of July 26, 2005, finally rejecting 
each of pending claims 52-62, 68-87, 89-1 1 1, and 1 13-124. 

I. REAL PARTY IN INTEREST 
The above-noted application is assigned to Ricoh Company, Ltd., which is the real 
party in interest, having a place of business at Tokyo, Japan. 



II. RELATED APPEALS AND INTERFERENCES 
Applicant and Applicant's representative are not aware of any related appeals or 
interferences that will directly effect or be directly affected by or having a bearing on the 
Board's decision in the pending appeal. However, as discussed in more detail below, 
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Applicants believe that the Board's decision in related Application No. 08/738,659, dated 
December 23, 2003, has a direct bearing on the merits of this appeal. 

III. STATUS OF CLAIMS 

Claims 52-62, 68-87, 89-1 1 1, and 1 13-124 are pending in this application and the 
rejection of each of claims 52-62, 68-87, 89-1 1 1, and 1 13-124 is being appealed. 

Original Claims 1-51 were cancelled without prejudice, and Claims 52-62, 68-87, 89- 
1 1 1, and 1 13-124 were added during prosecution of this application. Claims 63-67, 88, and 
1 12 were added, but then cancelled during prosecution of this application. 

IV. STATUS OF AMENDMENTS 
A Pre-Appeal Request for Review was filed subsequent to the Final Rejection dated 
July 26, 2005. Accordingly, all previously filed Amendments have been considered by the 
Examiner and are reflected in the attached claims. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 
The applicant of the present invention recognized that a problem exists in the current 
art in that until the present invention there was not a business office device capable of 
connecting to a monitoring device that monitors the business office device. 

Accordingly, Claim 1 sets forth a business office device configured to connect to a 
monitoring device that monitors the business office device. Claim 1 is generally supported 
by Figure 1 (printer 32, digital copier 24, facsimile machine 28), and page 6, line 6 to page 7, 
line 4 of the specification. 

In particular, Claim 1 recites at least one memory, within the business office device, 
for storing status information of the business office device , which finds support, e.g., in 



Application No. 09/457,669 

Reply to Final Rejection of July 26, 2005. 

Figure 3, elements 162 (RAM), 164 (ROM), 178 (Flash Memory), and 182 (disk); and page 
13, line 26 to page 14, line 15; and page 8, lines 19-25 of the specification. 

Further, Claim 1 recites a communications interface within the business offic e device, 
for transmitting, using an Internet e-mail protocol at an application layer, an e-mail 
containing a first portion of the status information to the monitorin g device, wherein the 
business office device is selected from the group consis ting of a printer, a copier, a scanner, a 
metering svstem and a multi-function copier , which finds supports, e.g., in Figures 3 and 4 
(Multiport Communication Interface 166), Figures 5, 10, and 11; page 13, lines 15-25; page 
7, lines 5-12; page 9, lines 4-11; page 18, lines 8-22; page 28, lines 16-24 of the specification. 

Independent Claim 76 sets for a business system comprising: a business office device 
selected from the group consisting of a printer, a copier, a scanner, a metering system and a 
multi-function copier; and a monitoring device for monitoring the business office device from 
a remote location, wherein the business office device includes, internal to the business office 
device, (1) at least one memory for storing status information of the business office device, 
and (2) a communications interface for transmitting, at an application l ayer using an Internet 
e-mail protocol, an e-mail containing a first portion of the status infor mation to the 
monitoring device . Thus, Claim 76 recites limitations analogous to the limitations recited in 
independent Claim 52 and is supported in a manner analogous to the support set forth above 
for Claim 52. 

Independent Claim 77 sets forth a method executed internally on a business office 
device and recites the steps of (1) storing status information on the business office device in 
at least one memory within the business office device; and (2) transmitting, using an Internet 
e-mail protocol at an application layer, an e-mail containing a first portion of status 
information from the business office device to a remotely located monitoring device, wherein 
the business office device is selected from the group consisting of a printer, a copier, a 
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cnner „ mete ring system and p mnlti-fnnction copier. Thus, Claim 77 recites limitations 
analogous to the limitations recited in independent Claim 52 and is supported in a manner 
analogous to the support set forth above for Claim 52. 

Independent Claim 101 is directed to a computer program product comprising a 
computer storage medium and a computer program code mechanism embedded in the 
computer storage medium for internally monitoring a business office device, the computer 
program code mechanism comprising: (1) a first computer code configured to store status 
information on the business office device in at least one memory; and (2) a second computer 
code device configured to transmit. using «n Internet e-mail protocol at an application layer, 
an e. ma ii containing a first portion of statu s information from the business office device to a 
remotely located monitorinp device, whe r ein the business office device is selected from the 
grou p consisting of a printer, a copier, a s c anner, a metering system and a multi-function 
copier. Thus, Claim 101 recites limitations analogous to the limitations recited in 
independent Claim 52 and is supported in a manner analogous to the support set forth above 
for Claim 52. In addition, Claim 101 is supported by page 28, line 25 to page 29, line 16 of 
the specification. 

VT fiKQT INDS OF REJECTION TO BE REVIEWED ON APPEAL 
The grounds of rejection being appealed are as follows: 
(1) whether the teachings of U.S. Patent No. 5,537,626 to Kraslavsky et al. 
(hereinafter "the '626 patent") 1 anticipates the subject matter of each of Claims 52-54, 57-62, 
64, 65, 69, 76, 77, 82-87, 89, 90, 94, and 101 2 under 35 U.S.C. § 102(b); and 



1 Applicants note that page 2 of the Office Action dated July 26, 2005, refers to the rejection of the claims "as 
being anticipated by Kraslavsky et al. (U.S. 6,889,263) (Kraslavsky hereafter)." However U.S. Patent No. 
6 889 263 was granted to Motoyama, not Kraslavsky et al. Since the Office Action repeatedly cites to 
Kraslavsky in the Office Action, Applicants have interpreted the reference to U.S. Patent No. 6,889,263 to be an 



inadvertent error. 
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(2) whether the teachings of the '626 patent in view of U.S. Patent No. 5,1 84,179 to 
Tarr et al. (hereinafter "the '179 patent") renders obvious the subject matter of Claims 55, 56, 
66-68, 70 75, 78-81, 91-93, 95-100, 104, 105, 115-117, and 119-124 under 35 U.S.C. 
§ 103(a). 

VII. ARGUMENT 
Claims 52-62 68-87. 89-111. and 113-124 

In the outstanding Office Action, Claims 52-54, 57-62, 64, 65, 69, 76, 77, 82-87, 89, 
90, 94, and 101 were rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent 
No. 5,537,626 to Kraslavskv et al. (hereinafter "the '626 patent"). As set forth in the Request 
for Reconsideration filed May 10, 2005, this rejection is clearly deficient based on the Board 
of Patent Appeals and Interferences' appeal decision dated December 23, 2003 ("Board 
decision") in related Application No. 08/738,659 ("the '659 application"), which is attached 
in the Evidence Appendix. 

In the Board's *659 decision, the Board rejected independent '659 Claim 10 as 
anticipated by the '626, but did not sustain a rejection of dependent '659 Claim 68, which had 
been rejected under 35 U.S.C. § 103(a) over the '626 patent and U.S. Patent No. 5,740,231 to 
Cohn. '659 Claim 10 was directed to a method of communicating between a monitored 
device and a monitoring device and included the step of "transmitting the information 
through electronic mail from the monitoring device to the monitored device." Dependent 
'659 Claim 68, which depended from '659 Claim 10, clarified that "the step of transmitting 



2 Although page 2 of the Office Action dated July 26, 2005, refers to the rejection Claims 78 and 79 under 35 
USC § 102(b) those claims are not specifically addressed in the text that follows. Moreover, Claims 78 and 
79 are listed as being rejected under 35 U.S.C. § 103(a) on page 3 of the Office Action, and the rejection is 
described in more detail on pages 5 and 6 of the Office Action. Accordingly, Applicants have interpreted the 
rejection of Claims 78 and 79 to be under 35 U.S.C. § 103(a). 
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comprises: transmitting the information through an electronic mail message over the Internet 
from the monitoring device to the monitored device." 

As discussed in the Request for Reconsideration filed in the present application on 
May 10, 2005, the Board's '659 decision states that 

[w]e find no disclosure or suggestion in Kraslavskv or Cohn, nor in 
any combination of the teachings thereof, for transmitting Internet electronic 
mail messages between machines, for monitoring devices, as claimed by 
Appellant. ...We thus do not sustain the Section 103 rejection of Claims 
12-15, 17-19, 38-41, 43, 44, 52-61, 68-73, 75-77, 79-81, 83-85, and 87. 

Further, the Board's '659 decision also stated that "[w]e interpret transmission of the Internet 
electronic mail message, as claimed, as requiring more than the electronic message 
transmission as disclosed by Kraslavsky." 4 In addition, the Board stated that "[h]owever, 
we agree with Appellant, as developed in the briefs and the declaration, that the combination 
of Kraslavsky and Cohn would not have suggested the transmission of Internet 
electronic communications between a monitored and a... [monitoring] device as 
claimed." 5 However, taking a broad interpretation of the term ''electronic mail," the '659 
Board proceeded to enter a new ground of rejection of '659 Claim 10 as anticipated by the 
•626 patent, but did not sustain the rejection of dependent '659 Claim 68. Subsequent to the 
Board's decision, '659 Claim 10 was amended to recite "transmitting the information through 
electronic mail. . using an Internet e-mail protocol ," and to limit the monitored device to a 
specified list of devices similar to the list recited in present Claim 52. Based on the 
amendment to '659 Claim 1 0, that claim was allowed by the Examiner of the '659 
application. 

Accordingly, based on the actions of the '659 Board and the subsequent allowance by 
the '659 Examiner, Applicant amended the claims of the present application to recite 

3 '659 Board decision dated December 23, 2005, page 5. 

4 Id. at page 4. Emphasis added. 
s Id. at page 5. Emphasis added. 
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limitations analogous to the limitations recited in the allowed '659 application. In particular, 
independent Claim 52 recites a business office device configured to connect to a monitoring 
device that monitors the business office device, comprising, inter alia, 

a communications interface within the business office device, for 
transmitting, using an Internet e-mail protocol at an application layer, 
an e-mail containing a first portion of the status information to the 
monitoring device, wherein the business office device is selected from 
the group consisting of a printer, a copier, a scanner, a metering system 
and a multi-function copier. 

However, despite the fact that Claim 52 recites limitations analogous to the 
limitations recited claims in the allowed '659 application, and despite the '659 Board's clear 
statements that the '626 patent fails to teach or suggest the transmission of Internet electronic 
mail messages between a monitored device and a monitoring device, the Examiner maintains 
that Claim 52 is anticipated by the '626 patent. In support of her rejection, the Examiner 
points to the '626 patent's general disclosure of "Netware" compatible print services and 
communications over TCP/IP. 6 In essence, the Examiner maintains that because the '626 
patent allegedly discloses "network protocol stacks" and a "set of instructions supporting data 
communication, i.e., application programs, at an application layer," that the '626 patent must 
disclose transmitting email containing status information using an Internet email protocol 
from a business office device to a monitoring device. 7 However, Applicant respectfully 
submits that the '626 patent does not disclose the communication interface recited in Claim 
52. Moreover, Applicant respectfully submits that the Examiner's interpretation of the '626 
patent is directly conflicting with the Board's prior interpretation of that reference as set forth 
in its appeal decision in the related '659 application. In particular, the Board clearly states 



6 See pages 6-8 of the Office Action dated July 26, 2005. 
7 W. 
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that the '626 patent does not disclose transmitting Internet electronic messages from a 
monitored device to a monitoring device. 

Accordingly, for the reasons stated above, Applicant respectfully submits that the 
'626 patent fails to disclose a communications interface within the business office device, for 
transmitting, using an Internet e-mail proto col at an application layer, an e-mail containing a 
first portion of the status information to the monitoring device, wherein the business office 
device is selected from the group consisting of a printer, a copier, a scanner, a metering 
system and a multi-function copier, as recited in independent Claim 52. Thus, Applicant 
respectfully traverses the rejection of Claim 52 (and dependent Claims 53, 54, 57-62, 64, 65, 
and 69) as anticipated by the '626 patent. 

Independent Claims 76, 77, and 101 recite limitations analogous to the limitations 
recited in Claim 52. Accordingly, for the reasons stated above for the patentability of Claim 
52, Applicant respectfully traverses the rejection of Claims 76, 77, and 101 (and all similarly 
rejection dependent claims) as anticipated by the '626 patent. 

Regarding the rejection of dependent Claims 55, 56, 66-68, 70-75, 78-81, 91-93, 95- 
100, 104, 105, 115-117, and 1 19-124 under 35 U.S.C. § 103, Applicant respectfully submits 
that the '179 patent fails to remedy the deficiencies of the '626 patent, as discussed above. 
Accordingly, Applicant respectfully submits that a prima facie case of obviousness has not 
been established and the rejections of the above-listed dependent claims should be 
withdrawn. 
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VIII. CONCLUSION 

For the foregoing reasons, Applicant respectfully submits that each of Claims 52-62, 

68-87, 89-1 1 1 , and 1 13-124 patentably distinguishes over the combination of teachings of the 

'626 and '179 patents. Therefore, the outstanding rejections must be REVERSED. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 



James J. Kulbaski 
Customer Number Attorney of Record 
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CLAIMS APPENDIX 

52. (Rejected) A business office device configured to connect to a monitoring device 
that monitors the business office device, the business office device comprising: 

at least one memory, within the business office device, for storing status information 

of the business office device; and 

a communications interface, within the business office device, for transmitting, using 
an Internet e-mail protocol at an application layer, an e-mail containing a first portion of the 
status information to the monitoring device, wherein the business office device is selected 
from the group consisting of a printer, a copier, a scanner, a metering system and a multi- 
function copier. 

53. (Rejected) The business office device as claimed in Claim 52, further comprising 
a direct connection mode-based interface for transmitting to the monitoring device at least 
one of a second portion of the status information and the first portion of the status 
information. 

54. (Rejected) The business office device as claimed in Claim 53, wherein the at least 
one memory stores the status information such that both the e-mail interface and the direct 
connection-mode interface can each transmit at least one of the first and second portions of 
the status information. 

55. (Rejected) The business office device as claimed in Claim 52, wherein the 
business office device transmits the first portion of the status information to the monitoring 
device at a predetermined interval. 



10 



Application No. 09/457,669 

Reply to Final Rejection of July 26, 2005. 



56. (Rejected) The business office device as claimed in Claim 52, wherein the 
business office device transmits the first portion of the status information to the monitoring 
device when an event occurs in the business office device. 

57. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a semi-static memory for storing an assigned name of the business 
office device. 

58. (Rejected) The business office device as claimed in Claim 57, wherein the 
assigned name is communicated to the monitoring device. 

59. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a semi-static memory for storing an assigned address of the business 
office device. 

60. (Rejected) The business office device as claimed in Claim 59, wherein the 
assigned address is communicated to the monitoring device. 

61. (Rejected) The business office device as claimed in Claim 52, wherein the first 
portion of the status information transmitted by the communications interface is transmitted 
to the monitoring device based on a request received from the monitoring device. 



62. (Rejected) The business office device as claimed in Claim 61, wherein the request 
is received via e-mail. 
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63. (Canceled) 

64. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a semi-static memory for storing an option configuration. 

65. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a static memory for storing a model number. 

66. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a static memory for storing a serial number. 

67. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a static memory for storing characteristics of said business office 
device which do not change over a life of said business office device. 

68. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing dynamic data. 

69. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a paper tray present in 
the business office device. 

70. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a voltage used in the 
business office device. 
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71. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a status of paper in a 
paper tray present in the business office device. 

72. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of an amount of oil in the 
business office device. 

73. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of an amount of toner in 
the business office device. 

74. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a sensitivity of a 
photo-receptor in the business office device. 

75. (Rejected) The business office device as claimed in Claim 52, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a number of prints 
made by the business office device. 

76. (Rejected) A business system comprising: 

a business office device selected from the group consisting of a printer, a copier, a 
scanner, a metering system and a multi-function copier; and 

a monitoring device for monitoring the business office device from a remote location, 
wherein the business office device includes, internal to the business office device, (1) at least 
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one memory for storing status information of the business office device, and (2) a 
communications interface for transmitting, at an application layer using an Internet e-mail 
protocol, an e-mail containing a first portion of the status information to the monitoring 
device. 

77. (Rejected) A monitoring method executed internally to a business office device, 
the method comprising: 

storing status information of the business office device in at least one memory within 
the business office device; and 

transmitting, using an Internet e-mail protocol at an application layer, an e-mail 
containing a first portion of the status information from the business office device to a 
remotely located monitoring device, wherein the business office device is selected from the 
group consisting of a printer, a copier, a scanner, a metering system and a multi-function 
copier. 

78. (Rejected) The monitoring method as claimed in Claim 77, further comprising: 
establishing a direct connection to the monitoring device; and 

transmitting, across the direct connection, at least one of a second portion of the status 
information and the first portion of the status information. 

79. (Rejected) The monitoring method as claimed in Claim 78, wherein the step of 
storing comprises storing the status information in a common memory such that both the first 
and second portions of the status information are read from the common memory. 
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80. (Rejected) The monitoring method as claimed in Claim 77, wherein the step of 
transmitting comprises transmitting the first portion of the status information to the 
monitoring device at a predetermined interval. 

81. (Rejected) The monitoring method as claimed in Claim 77, wherein the step of 
transmitting comprises transmitting the first portion of the status information to the 
monitoring device when an event occurs in the business office device. 

82. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a semi-static memory for storing an assigned name of the business 
office device. 

83. (Rejected) The monitoring method as claimed in Claim 82, further comprising the 
step of communicating the assigned name to the monitoring device. 

84. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a semi-static memory for storing an assigned address of the business 
office device. 

85. (Rejected) The monitoring method as claimed in Claim 84, further comprising the 
step of communicating the assigned address to the monitoring device. 

86. (Rejected) The monitoring method as claimed in Claim 77, further comprising the 
step of receiving a request from the monitoring device to cause the first portion of the status 
information to be transmitted to the monitoring device. 
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87. (Rejected) The monitoring method as claimed in Claim 86, wherein the step of 
receiving comprises receiving the request via e-mail. 

88. (Canceled) 

89. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a semi-static memory for storing an option configuration. 

90. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a static memory for storing a model number. 

91. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a static memory for storing a serial number. 

92. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a static memory for storing characteristics of said business office 
device which do not change over a life of said business office device. 

93. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing dynamic data. 

94. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a paper tray present in 
the business office device. 
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95. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a voltage used in the 
business office device. 

96. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a status of paper in a 
paper tray present in the business office device. 

97. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of an amount of oil in the 
business office device. 

98. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of an amount of toner in 
the business office device. 

99. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a sensitivity of a 
photo-receptor in the business office device. 

100. (Rejected) The monitoring method as claimed in Claim 77, wherein the at least 
one memory comprises a dynamic memory for storing an indication of a number of prints 
made by the business office device. 

101 . (Rejected) A computer program product, comprising: 
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a computer storage medium and a computer program code mechanism embedded in 
the computer storage medium for internally monitoring a business office device, the 
computer program code mechanism comprising: 

a first computer code configured to store status information of the business office 

device in at least one memory; and 

a second computer code configured to transmit, using an Internet e-mail protocol at an 
application layer, an e-mail containing a first portion of the status information from the 
business office device to a remotely located monitoring device, wherein the business office 
device is selected from the group consisting of a printer, a copier, a scanner, a metering 
system and a multi-function copier. 

102. (Rejected) The computer program product as claimed in Claim 101, further 
comprising: 

a third computer code device configured to establish a direct connection to the 

monitoring device; and 

a fourth computer code device configured to transmit, across the direct connection, at 
least one of a second portion of the status information and the first portion of the status 
information. 

103. (Rejected) The computer program product as claimed in Claim 102, wherein the 
first computer code device comprises a third computer code device configured to store the 
status information in a common memory such that both the first and second portions of the 
status information are read from the common memory. 
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1 04. (Rejected) The computer program product as claimed in Claim 1 01 , wherein the 
second computer code device comprises a third computer code device configured to transmit 
the first portion of the status information to the monitoring device at a predetermined interval. 

105. (Rejected) The computer program product as claimed in Claim 101, wherein the 
second computer code device comprises a third computer code device configured to transmit 
the first portion of the status information to the monitoring device when an event occurs in 
the business office device. 

106. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a semi-static memory for storing an assigned name of the 
business office device. 

107. (Rejected) The computer program product as claimed in Claim 106, further 
comprising a third computer code device configured to communicate the assigned name to 
the monitoring device. 

108. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a semi-static memory for storing an assigned address of the 
business office device. 

109. (Rejected) The computer program product as claimed in Claim 108, further 
comprising a third computer code device configured to communicate the assigned address to 
the monitoring device. 
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110. (Rejected) The computer program product as claimed in Claim 101, further 
comprising a third computer code device configured to receive a request from the monitoring 
device to cause the first portion of the status information to be transmitted to the monitoring 
device. 

111. (Rejected) The computer program product as claimed in Claim 110, wherein the 
third computer code device receives the request via e-mail. 

112. (Canceled) 

113. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a semi-static memory for storing an option configuration. 

1 14. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a static memory for storing a model number. 

115. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a static memory for storing a serial number. 

116. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a static memory for storing characteristics of said business 
office device which do not change over a life of said business office device. 

117. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing dynamic data. 
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118. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of a paper tray 
present in the business office device. 

119. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of a voltage used 
in the business office device. 

120. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of a status of 
paper in a paper tray present in the business office device. 

121 . (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of an amount of 
oil in the business office device. 

122. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of an amount of 
toner in the business office device. 

123. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of a sensitivity of 
a photo-receptor in the business office device. 
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124. (Rejected) The computer program product as claimed in Claim 101, wherein the 
at least one memory comprises a dynamic memory for storing an indication of a number of 
prints made by the business office device. 
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RELATED PROCEEDING APPENDIX 



None 
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EVIDENCE APPENDIX 



BPAI decision dated December 23, 2003, in Appeal No. 2002-0867 for related U.S. 
Application No. 08/738,659, which is attached. 
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The opinion in support of the decision being entered today was not written for 
The opinion m ^ ^ ^ ^ precedent of the Board . 

Paper No. 57 

UNITED STATES PATENT AND TRADEMARK OFFICE 



MAILED 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



DEC 2 3 2003 

»AT. &T.M. OFFICE 
( „,DOFPAT££APPI 
AND INTERFERENCES 



Ex parte TETSURO MOTOYAMA 



PAT. & TM. OFHCE Appeal No. 2002-0867 

BOARD OF PATENT APPEALS Application No. 08/738,659 



HEARD: October 21, 2003 



Before BARRETT, LEVY, and BLANKENSHIP, Administrative Patent Judges . 
DL ^ MKF focMiP Administrative P atent Judge. 



DFCISION ON APPEAL 
This is a decision on appeal under 35 U.S.C. § 134 from the examiner's rejection 
of claims 10, 12-19. 36, 38-44, 52-61, and 68-87, which are all the claims remaining in 
the application. 

We affirm-in-part, and enter a new ground of rejection in accordance with 37 
CFR§ 1.196(b). 



p^r^RQUND 

The invention is directed to a method and system for communications, using 

device. Claim 10 is reproduced below. 

10 A method for communicating between a monitored dev«=e and a 
nLitoSng device, comprising the steps of: 
determiningintor^^^^ 

m uansmming the information through electronic maii from then—g 
device to the monitored device. 
' The examiner relies on the following references: 

■ 4.876.606 Oct. 24. 1989 

Bennoe«al.(Banno) Jul . 16 . ,996 

Kraslavskyetal.(Kraslavsky) 5,5J^o (We d Feb. 13, 1995) 

K-tiinm Apr. 14, 1998 

Cohnetal.(Cohn) 5,740.231 (fUe d Sep. 16. 1994) 

Cairns 10. 12-19. 36. «- 68-87 stand rejected under 35 U.S.a 

§10 3 as being unpaten.ab,e over Kraslavsky and Coho' 

We refer to the Rejection (Paper No. 41; mailed Jul. 30, 2001) and the 
Ex amine,s Answer (Paper No. 47; mailed Nov. 19. 2001, for a statement ofthe 

• . , ^ememoMh Selection as to ^^""'^^ffij^fc^ort a rejection, whether or 
the statement of rejection."). 
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examined posHion and ,o the Brief (Paper No. 45: filed Aug. 29. 2001) and me Repty 
Brie, (Paper No. 48; fed ^n. 14. 2002) for appeiianfs posUion wtth respect » the 
claims which stand rejected. 2 

n piNlON 

-to to -»R gQ-fil and 68-87 over 
fl£ = ^ ^ ruction nf claims 10, 12-H ^ 38-44, t>^ 

U>gglavskv «nrf Cohn 

The statement of the rejection of daims 10. 12-1.. 36. 52*1. and «W7 
un der 35 U.S.C. 5 103 as being unpatented over KrasiavsKy and Cohn is setforth in 
the Answer. Since KrasiavsKy is deemed to not exolidfly teach the, messages are 
tra „sm»ted as interne, elecuonic me,, messages, the rejection adds Cohn «o show 
bastion to use an interne, elecuonic mail message format. (AnsweratS.) 

r nfir ) , in is. -r -? 7A ™ and 86 

,„s,an< claims 10. 16. 36. 42. 74. 78. 82. and 86 do no, require transmission o, 
ln ,eme, messages, nor sending messages in an interne, forma,. Weemernew 



" ^ ac a -Fi na . Rejection." purportedly "Paper No. 46." which further 

2 The file contains a paper styled as 8 • ™ J^Sa 2001 (i.e.. the Brief). The final page of ^ 
purports to be in response to •PPf^SoJS.JSaS Swf HoLver. the paper is not stamped w.th 

Paoer No 46 contains a pnnted date of Dec ®7° er ^„' mai | e d to appellant. Moreover, the 
ImaHing date it is thus unclear whether . i copy ; ^nsriw^pnsecuxZ Further, another "Paper 
oaoe does not appear to withdraw the earlier <^™ 3 ™ x an P , n formation Disclosure Statement 
No ^ mailed November 19. 200 \ tloT^Te^naMW™.™ Weh T 

sasi'ssst as s»s.«r5-- ** - - - - - appeaL 



requiredbythed ai m s.we Wi »s U5te .n*e rei ec«onof*ese dai n 1 su„der3 5 U.S.C. 
§103. 

70 an a71o,« hegro up.uans m ,« i n g an,n t e m e.e l ecu.n i oma ilm ess a9 eover^ 

o, ,„,erne, mail creations a. page 7 o,the specmoation. ^ 
^ssfcn.asre^eoPy^^^ 

AppeUantreUesonarve*^ ^ 
d e d a rafon (su bm me d Ma y 1 1 . 2 00 1 )ass U ppo rtfor , h av ieW . Appelant pes. , a, 

, ,.„>. Maimer the briefs nor the declaration poin. to any express support tor tr,e 



, nort tending to substantiate appellant's position. 

aeclaration, that the com ^^uonsbe^eenamonHo^anda 

■ of Internet electronic communication* u 
fransmissK.nofln.ecn Wedisagreewitt)apP e 11 ant.c. h eex t en tUl a l appe 1 .an. 

— — as ^ um o , , he |ntemet (e ,. decteratlon a, 10>. 

me5s a,s contemplated b y Cohn o„ »om a human 

h man recipient. KrasiavsKy deals v* device status momtonng on 

z w.«--~-•^ fc,, ^" o-,,, ■" ,, ■ ,, * 

«. ,o remedy the deficiency of KraslavsKy and Cohn. ^ 

. . ,h» Section 103 rejection of claims 12-15, 17-19. 38-41 . 
We thus do not sustain the Section ,iy 
43 , 44. 52-61. 68-73. 75-77, 79-81, 83^5. and 87. 
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^plication No. 08/738.659 

*^«.1.«C-ia ,6,36.4,7, 78.82.3^3^^^. 

c 8 102(e)(2) as being anticipated by Krastevsky. 
O.S.C. § 102(e,( 42 recRe lransmWing information through 

^application. 

27 6 7) weae tem ,ed^«hete m isb ro a d inscope.W ere p ro<1U cebe,ow tt ,e 
message" to the Kraslavsky reference. 

Ase^n^y^^ 

Ippeilant s counsel <^«^^S^S^ c« except argurt by 

meets all ^"iremerts ° f dS, to «s M and an a yzing 
appellant - although the reference ois ^ m ^ electronic ma I 

electronic messages, the rresssges sre not ^cHaHon "electronic 

Sssa 9 e-fsrraCa1eT» in Proper interpretation o, cia,m 
Counsel for appellant^nceded^^ 



F 2d 319 321. 13 US f^Q^^ (CCPA 1969). 
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mrt nitnr - and utilize the services of printer 4 via 
rpnuest the status - i.e.. monitor - ana uiuu. ef 4 

cteim 88. • , for appellant also offered an informal 

At the oral hearing, counsel tot bhh that sucn a 

definition of "electrons ma, message atong as communlcation 
message requires a J^ftS ech nical dictionary definrt,ons ,ol 
between human be.ngs However ™ interpre tation. Moreover, as 

the relevant term do not require iso na n - 1S inte nded for 

<Ssc osed and claimed, the eterirajw™2d"J^ w 9 he n read in light of the 
machine processing - counsel rather than a human being, 

pacification, claim 88 The^equirements of claim 88 are 

analyze the electronic mail ™ e f *9* n ' defin j t - IO n of "electronic mail 

^^e^^ for ' or readab,e *' 

■^£S5£ find a„ 
comers of the Kraslaysl^ refe enc^ 

SSms to be anticipated by Kraslavsky^ der 35 y.s.C. § 103. A 

C,a,m We sustain the rejecter , of claims 88 1 39 u ^ ^ 

finding of anticipation ^^^^^^^to^n^. See^g.. 
U S.C § 103; anticipate "JV^yoTf 2o 1542. 1548. 220 USPQ 193. 
j^,,,!! I f Imrr p — h„r.k & Co.. 722 P.^o w 

r^nnsel was also asked what language in 
3 Although not shown in the prior art before us, ~" works tation causing an icon (e.g.. 
, 7m 88 miaht be thought to distinguish over » fompuie ^ gn 

t enve.ope 9 ?con) to appear on the ^^fc^SJ^ Xat a computer display 

S^fSmSU^^ «»« Sa^^^^ a computer 
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h f » Malaoan. 499 F.2 d 1297 ■ , a iQ7a ^ 

(citing lojaYliigauJS. 488 F £d 538, :^ 9 "°^ lousi ; ess , s not relevant or 
Moreover, evidence submrtted I to >**%™*?Z. will not consider or 

to srJJnonobviousness of the m vent,on. 

,n the instont case, ctaim 10 recites a method for communicating between a 
monitored device and a monitoring device, comprising determining information to be 
transmuted by the monitoring device to the mon»ored device, the informal including 
a request for status of the monitored device determined using sensors wimin the 

monitored device. 

Krasiavsky discloses a printer 4 (Fig, 1) on a .oca, area network (LAN) 6. The 
printer includes a network expansion board (NEB) interfacing the printer to the LAN. 
The network may use network software, such as Unix software, to effect communication 
over the various network members. Oct 4, «. 1-58. With use of the NEB. "verbose 
amounts' of status information may be provided from the printer 4 to the LAM. including 
rnore man the simple "out of paper" and "off line" status messages that prior systems 

allowed. Col. 6, II. 18-62. 

Software on the network administrator's PC 14 allows request of status 

x ,k »rintPr ""cbTvril 27^8. Software at the remote printer outputs 
information from the printer, uoi. i*. ». ^ 
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coi 18 II 34-59. The communications may 

„ — —^Zl—-" — •- — 

onAA col 20. 1. 49 -col. 21, 1. 15. 
the administrator's PC 14. • _ determines 

mea *ve-notedpno r dec,s™ find dlHe(ence betwe e„ the 

over the LAN 6 using TCP/lr P»° 
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« r = i AN is squarely within the 

dependent claim 74. The rem 

enu^rec^r— annsoopetoC.ns 

attheoralheanng. Theoe ... 

.„ o{ electronic mail may be at issue, 
matmemeamngofeiectro . ntan 12) that me artisan v»uld have 

malli ssen,.hro Ug horrece, ^ ^imes reterred to 

electronic mail is sen. through or received 



as a "mail server." 



entered in the instant f,.e wrapper as Paper No. 56. 
^Acopycfthededarationhasbeenentered. 

-11- 



u.- hB H in 1995 As set forth on the second page of the 
/• «o«o«t\of a text published mi a»o- ^ s 0,5 

NGOs in developing countries, preparedly 

Uafcon Servfce and - F*-*h EM Foundation (New YorK OfHce,, - * 
' ers" Ourreviewo.tHereterence^fir.stt.atU-etextisdirectedtoendusers 

^l^^^^ - ^ "an, 

^ We a— 9 e that the most common concept o, —am- - - 
,1a,, .Hemostcommonde^onoreie^mairisnotat^e. Ka-.the 

understood by the artisan at the time of invention. 

I J is connected. The .aims that we re,, as enticed b y KrasiavsKy, however. 
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. r»«on does not convince us that the broadest 

nnf Hnoc it even address - 
,„ harmony -nordoes ^^^.awiona^deWMonswehave 
expansive der.ni«on for thelerm; e.g.. *e tec 

previously noted. 

^^^rrJvl-.We-no^.e.e^o^e.OSasan 

respecUo.Hsapp.icetion. ^ ^ 36 aS . C . « 102. we note 

that the patents a cent e eanier . rile d appBcation 
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For reasons set forth in Injejasfiteta 646 F.2d 527. 531-39. 209 USPQ 554. 
559-66 (CCPA 1981). when a patent disclosure relies on one or more continuation-in- 
part applications in a chain of priority under 35 U.S.C. § 120. there must be a 
determination with respect to what effect the presentation of new matter has in the 
patent's chain of priority - whether the patent disclosure represents "secret prior art" as 
to the application at issue, and thus whether or not effective as a reference. 

^^^^^^^^ 
claimed in the reference patent. 

yvgrthejm, 646 F.2d at 537, 209 USPQ at 564. 

The determinative question is whether the invention claimed in Naugle finds a 
supporting disclosure, in the earlier-filed application in question, in compliance with 
section 1 12. as required by section 120. so at to entitle that invention as "prior art" to 
the filing date of the patent's ear.ier-f.led application. SesisL The only date a patent 
has under section m^2) is the filing date of the application on which the patent 
issued. "Any earlier U.S. filing date for the patent necessarily depends on further 
compliance with §§ 120 and 1 12." Werth^im. 646 F.2d at 538. 209 USPQ at 565. 

Naugle. if considered a reference, would appear to be material to patentability of 
instant claims 10. 16, 36. 42. 74. 78. 82. and 86. For that reason, if the examiner has 
not done so. the examiner should-i«specLthe_file wrapper of the Naugle patent and 
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♦o.nc ss 120/112 support for the invention 
carmine «the eaniar-filad a PP nca.,on conta.ns §S 120/112 

d8,med *° ^ , de8cribe8 . me ,Hod for «nmu*-nQ « a monKorad 
The Naugle patent descnbes a memu 

(representative) claim 10. 

NaU9 , e desObas, a. «*» 2 o« *. Terence, confers connected ' 

. , nn \ H 7-10 Naugle describes using 
in the target computer is operational. Col. 3. II. 7 10. Na g 

of the respective computers. Ig\ at II. 21-30. 

4 , M5) ,and, h e te r g e,co mP uter, ra ns m i te tomen, 0 „ tor con,putara m e S sa a e 

claimed in Naugle. 
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av be defined using sensors within the targe. - e.g., senses 

— < — 

4, 5. and text at col. 5.H.35-42). 

/^r>Mr.i USION, 

„ TuSC siOS.^Havenotsus^tnereiecUcno.^msia-IS. 17-19.38- 
■ 10 12 19 36 38-44. 52-61. and 68*7 is thus afflrrned-in-par.. 

. . that "A new ground of rejection shall not be considered 
37 CFR§ 1196(b) provides that. Anewgr 

final for purposes of Judicia. review." ^ 
37 CFR§ 1.196(b) also provides that the appellant, WITHIN TW 

1197(c)) as to the rejected claim: 
<§ ^ub.itanappropHatea—tofthecIa^ 



' Aar k 1 197(b) by the Board of 

(2)Reqo es^e a pP»c*>n b e re^ 1-^ ) V 



-17- 



Appeal No. 2002-0867 
Application No. 08/738,659 



No time period for taking any subsequent action in connection with this appeal 
may be extended under 37 CFR § 1 136(a). 



AFFI RMED-I M-PART - 37 HFR 1.196(bl 



LEE E. BARRETT 
Administrative Patent Judge 



STUART S. LEVY// 
Administrative Patent Judge 

HOWARD B. BLANKENSHIP 
Administrative Patent Judge 
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